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Basic Considerations 

FLC Members 

• Own a lot of intellectual property 

• Want market patents for development  

Potential customers for your patents 

• Will look at different aspects of the patents to determine if 

they can make money with them 

• What do they look at? 

• What can FLC members do to check their own portfolios 

in advance to determine the most valuable/lucrative 

inventions 

 The considerations here are used by potential customers 
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Basic Agenda 

Considerations between strong/weak claims 

• Invention vs. prior art 

• Interpretation of the invention in view of the art 

• Directions based on court decisions 

  

How can you distinguish strong/weak claims? 

• Parameters within the claims 

• Outside considerations 

• Background 
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Claims considerations 

• Claims have to be novel, useful and non-obvious, 

but are they money-makers? 

• It may be hard to determine a strong claim, but 

there are parameters to check for strength 

• What you think is a strong claim may be 

considered to be otherwise by a court or even a 

potential buyer or a competitor 

• Have to look at the whole patent and also outside 

the patent to help determine a claim’s strength 



9/5/2011 

3 

5 

Sample patent 
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Sample patent 
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Sample patent 
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Sample patent considerations 

 • Looks like the claim covers the subject area broadly 

• Has additional, more specific claims (21) 

• Assume that it is legally valid (written by patent 

professional, examined by USPTO, etc.) 

• Corresponds with the examples in the specification 

• Distinct from the prior art 
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Claiming strategy as marketing 

material 

 • Certain considerations make a patent desirable 

• Broad coverage 

• Strength against litigation   

• These same considerations are the criteria for non-

obviousness and are called the Graham factors  

     (Graham et. al. v. John Deere Co. of Kansas City et al., 383 U.S. 1(1966) 

• Commercial success 

• Long felt but unsolved needs 

• Failure of others to perfect such an invention 

10 

Claiming around an exception 
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Claiming around an exception 
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Glenn Seaborg’s patent 
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Glenn Seaborg patent 
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Glenn Seaborg patent 
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Considerations 

• Very short claims, but very definitive 

• Two cited references (including one to Fermi) 

• Five non-patent literature cited references 

• One future citation; no self-citations 

• No:  

• litigation;  

• other family members; or  

• Oppositions 

• trademarks 
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Drug patent 
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Drug patent 
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Drug patent  

•95 forward citations, including 7 self-citations 

•Involved in 9 patent litigation cases 

•Class code is A61K (medicaments, diagnostics) 

•Has Certificate of Correction 

•Maintenance fees (all three) in US and annual 

fees overseas have been paid 

•18 members in patent family 

•No oppositions (in countries which have 

oppositions) 

•Linked to a trademarked product 

•Found in an outside source (Orange Book) 

 

 



9/5/2011 

10 

19 

Drug patent is Lipitor 

•Total worldwide sales of US$12.4 billion in 2008 

•Largest selling drug in the world…ever (so far) 

•Expires this November 11, 2011; seventeen years 

from date of issue of this patent 
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Drug patent is Lipitor 

 

• Claims were not unusual 

• Markush claiming seemed adequate 

• Internal data on the patent helped 

• External data helped more 

• Confirmed by outside sources 
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Outside considerations 

• Amount of opposition 

• Litigation 

• Citations, especially forward 

• Especially recent ones 

• Excluding self-citations 

• Reexaminations 

• Certificates of Correction 
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Outside considerations 

• Maintenance fees paid 

• Reinstatement after late payment of maintenance 

fees 

• Term shortening due to double-patenting 

• Amount of time in prosecution 

• Number of reassignments – and what those 

parties did with the patent 
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Citing patents 

• Backward citations are controlled by the 

assignee 

• More patent citations, the more money/time 

spent in prosecution 

• Non-patent literature rates highly 

• Forward citations, outside of self-citations, are 

controlled by others interested in the invention 

• Used to protect the future invention from 

litigation 

• Could be an improvement 
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Quick Check 

• Check the strength of the patent itself 

• Oppositions 

• Not in US but typical overseas 

• Shows an interest by others 

• Litigation 

• Enough of an interest that it is deemed 

enforceable 

• Indicates a desire to spend more money on 

the patent 
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Outside considerations - Inpadoc 
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Outside considerations  - PAIR 
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Outside considerations - articles 
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Other considerations 

• Reissues 

• Patent family 

• Continuations 

• CIPs  

• Divisionals 

• Foreign equivalents 

• Essentially, anything extra that the applicant 

has to pay for 
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Other considerations 

• Litigated soon after issuance 

• Forward citations very soon after publication 

• Cite more prior art than non-litigated patents and 

are more likely to be cited by others  

• However, check outside sources because the 

patent may be famous for reasons other than its 

popularity 
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Freeny patent 
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Freeny patent 

• Freeny was an inventor who patented an early 

system in which a user paid for an item online, 

then downloaded the item using an authorization 

code 

• The patent was acquired by various companies 

that were involved in online sales 
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Freeny patent 
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Freeny patent 

• Prosecution time:   911 days (~2 ½ years) 

• Patents cited:          11 (5 were self-citations) 

• Non-patents cited:      0 

• Number of claims:    56 

• Members of patent family: 6    
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Freeny patent 

• Forward citations:  536 

• Backward Citations:  14          

• Oppositions:   0    

• Litigation:      62 

• Members of patent family: 6    
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Freeny patent 

• Freeny could be an example likened to a non-

practicing entity patent 

• Owners sent out 75,000 mailers asking for 

$5,000 license fee 

• Some companies paid the fee; selective that did 

not were sued 

• Lots of litigation, no trademarks  
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Strength/Weakness of Claims 

• Places not to look 

• Don’t focus on just at the claims, consider the 

• examples 

• internal and 

• external data around the patent; 

• On a PCT filing, pay no attention to the 

designated states; focus on actual national 

filings 
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Published application 

• Shared focus on serving librarians, researchers 

and information professionals 

• Valued for aggregating content from a wide range 

of authoritative sources 

–Most comprehensive abstract and index 

aggregator: Dialog 

–Most comprehensive fulltext aggregator: 

ProQuest 
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Published application 
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International Class Codes 
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International Class Codes 

• IPC’s are indexed for every patent worldwide 

• US examiners prefer US codes 

• US codes will be going away; will probably be 

replaced by ECLA codes 

• IPC’s are useful for finding similar inventions 

• IPC’s are also useful to give a general indication 

of the development of an invention 

• Look for a meshing of technology with the IPC 
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Negotiating background 

• I like to look up the inventors 

• Look up background on them (newspapers, 

doctoral dissertations, cited works, affiliations, 

etc.) 

• Their addresses are on the top sheet of the 

patent 

• Go to Google Maps and see what their house 

looks like 
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Negotiating background 
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What can you do to strengthen a 

patent? 

• Continuation in part 

• Add new matter 

• Pendancy  

• Certificate of correction 

• Minor corrections 

• USPTO can add major changes, but applicant 

is very limited to do so (Superior Fireplace) 
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What can you do to strengthen a 

patent? 

• Reexamination 

• Reissue 

• Can broaden claims 

• Must be done within two years of grant 

• Talk with your attorney 
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What you can do to strengthen a 

patent 

• Trademark 

• Indicates a possible product 

(commercialization) 

• More money invested 

• Actual sales 

• Of the patent 

• Of products from the patent 
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Summary 

• Check the breadth of the claims 

• Watch for exceptions 

• Okay to change under certain circumstances 

• Compare claims with examples 

• Check internal data 

• Citations on cover, both patent and NPL 

• Inventor, assignee 

• International classification code 

• Gut check 
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Summary 

• Check external data 

• Inpadoc legal status 

• PAIR 

• Citations 

• Look for outside references 

• Articles 

• Trademarks 

• No references, give it some 
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Determine the strength of this patent 
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Determine the strength of this patent 
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Determine the strength of this patent 
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Determine the strength of this patent 
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Tkjlkjlk 

 

Thank you for your time 

Ron Kaminecki 
ron.kaminecki@dialog.com 

+1-773-276-3725 

mailto:ron.kaminecki@dialog.com

